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DETAILED ACTION 



1. This action is responding to application papers filed on 10-10-2003. 

2. Claims 1 - 18 are pending. Claims 1, 8, 11, 12, 18 are independent. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



3.1 Claim 18 has been rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. Claim 18 is not limited 
to tangible embodiments, in view of applicants 1 claim language (e.g., "A 
computer data signal embedded in a carrier wave, and representing a 
program for...), thus the claim is based on an intangible embodiment. 
As such, claim 18 is not limited to statutory subject matter, therefore non- 
statutory. Appropriate correction is required. 



Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude' 1 granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130 (b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1-18 are provisionally rejected under the judicially created doctrine of 
double patenting overclaims 1-28 of Application No. 10/309,333 
(PGPUB: 2003/0107762) and claims 1-20 of Application No. 10/229,143 
(PGPUB: 2003/0053122). This is a provisional double patenting rejection since the 
conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced applications and would be covered by any patent granted on that 
applications since the referenced applications and the instant application are claiming 
common subject matter, as follows: 



Application claim 
10/682,122 


2003/0107762 
10/309,333 


2003/0053122 
10/229,143 


1. An electronic file management 
server connected to a user 
terminal, and a printing 
apparatus, via a network, 
comprising: a receiving unit, 


1. A printing apparatus 
comprising: a receiving unit 
which receives an e-mail to be 
sent from an external terminal; 


1. A printing method for printing 
an electronic file using a printing 
device connected via a network 
to a user terminal requesting a 
printing operation and to a file 
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Art Unit: 2143 



which receives a printing request 




server in which electronic files 


of an electronic file, via the 




accompanied by respective 


network; 




identifiers are stored the method 






comprising the steps of: a) 






enabling the printing device to 






receive a print request from the 






user terminal via the network, the 






print request containing the 


• 




identifier of the electronic file; 


an identification nattem 

aii ivjwi i in iv^giiivji i i^ciiid 1 1 


a data neneratino unit which 

a viGiiGi yci ici am ly uiiii vviiiwii 


pnablinn thp nrintinn dpvirp tn 

\jj wi ici uiii iu li iw piiiiuijy ucviUv wj 


generating unit, which generates 


generates print data for printing a 


retrieve the electronic file from 


identification patterns, including 


file attached to the e-mail 


the file server via the network 


information concerning a storing 


received by the receiving unit; 


using the identifier of the 


place of the electronic file, based 




electronic file; 


on the received printing request 






of the electronic file; 






and a sending unit, which sends 


and a printing unit which prints 


and c) enabling the printing 


back the identification pattern to 


the file by using the print data 


device to print the retrieved 


the user terminal, via the 


generated by the data generating 


electronic file. 


network. 


unit. 





Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cocotis et al. (US PGPUB No. 20030078965) in view of Miller et al. (US PGPUB 
No. 20020023959). 

Regarding Claim 1, Cocotis discloses an electronic file management server connected 
to a user terminal, and a printing apparatus, via a network, comprising: 

a) a receiving unit, which receives a printing request of an electronic file, via the 
network; (see Cocotis paragraph [0261], lines 1-3; paragraph [0272], lines 1-7: 
software implementation; paragraph [0124], lines 1-2; paragraph [0112], lines 1- 
2; paragraph [0121], lines 1-4: receive printing request) 

b) an identification information generating unit, which generates identification 
information, including information concerning a storing place of the electronic file, 
based on the received printing request of the electronic file; (see Cocotis 
paragraph [0261], lines 1-3; paragraph [0272], lines 1-7: software 
implementation; paragraph [0154], lines 8-10; paragraph [0158], lines 1-9: 
storage for file) and 

c) a sending unit, which sends back the identification information to the user 
terminal, via the network, (see Cocotis paragraph [0261], lines 1-3; paragraph 
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[0272], lines 1-7: software implementation; paragraph [0206], lines 7-12: send 
back identification information for printing) 

Cocotis discloses the generation of identification information including the 
storing place of the electronic file, (see Cocotis paragraph [0158], lines 1-9: 
identification information) Cocotis does not specifically disclose whereby an 
identification pattern generating unit, which generates identification patterns, 
including information. However, Miller discloses wherein an identification pattern 
generating unit, which generates identification patterns, including information, 
(see Miller paragraph [0044], lines 1-8: software implementation; paragraph 
[0045], lines 1-9; paragraph [0055], lines 1-6: document processing, barcode 
representation linked to identification information) 
It would have been obvious to one of ordinary skill in the art to modify Cocotis 
as taught by Miller to enable the capability to generate identification patterns. One 
of ordinary skill in the art would have been motivated to employ the teachings of 
Miller in order to enable the capability to access a wealth of information concerning 
an entity from a single piece of information, the barcode, (see Miller paragraph 
[0006], lines 1-5: "... Although a barcode may uniquely identify an item (or set of 
items) that are of interest to a person, he or she generally has no way to access 
information concerning the item from the bar code itself. paragraph [0006], 
lines 9-13: " ... In particular, the ever-growing use of computers and other electronic 
devices and communication routes between such devices (e.g., the Internet) means 
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that an abundance of information is available to consumers, ... "; paragraph [0007], 
lines 11-15: " ... Further, there is a need for a system and methods forgathering and 
using information about consumers who use the items. To meet these needs, a 
system capable of receiving barcodes or bar code representations, storing them 
and relevant information concerning items corresponding to the bar codes, and 
displaying such information upon demand is also required. ... ') 

Regarding Claims 2, 13, Cocotis discloses the electronic file management server, 
recording medium according to claims 1,12, wherein the identification information 
includes information concerning a printing condition of the electronic file, (see Cocotis 
paragraph [0005], lines 1-14; paragraph [0272], lines 1-7: file management server; 
paragraph [0158], lines 1-9: file is rendered, condition of file) Cocotis does not 
specifically disclose whereby the identification pattern generating unit further includes in 
the identification pattern, information. However, Miller discloses wherein the 
identification pattern generating unit further includes in the identification pattern, 
information, (see Miller paragraph [0044], lines 1-8: software implementation; 
paragraph [0045], lines 1-9; paragraph [0055], lines 1-6: document processing, barcode 
representation linked to information) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis as 
taught by Miller to enable the capability for the identification pattern generating unit 
further includes in the identification pattern, information. One of ordinary skill in the art 
would have been motivated to employ the teachings of Miller in order to enable the 
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capability to access a wealth of information concerning an entity from a single piece of 
information, the barcode, (see Miller paragraph [0006], lines 1-5; paragraph [0006], 
lines 9-13; paragraph [0007], lines 11-15) 

Regarding Claims 3, 10, 14, Cocotis discloses the electronic file management server, 
printing apparatus, recording medium according to claims 1,8, 12. (see Cocotis 
paragraph [0005], lines 1-14: printing system for local or remote systems) Cocotis does 
not specifically disclose whereby the identification pattern is a barcode. However, 
Miller discloses wherein the identification pattern is a barcode, (see Miller paragraph 
[0044], lines 1-8: software implementation; paragraph [0045], lines 1-9; paragraph 
[0055], lines 1-6: document processing, barcode representation linked to information) 
It would have been obvious to one of ordinary skill in the art to modify Cocotis as 
taught by Miller to enable the capability where the identification pattern is a barcode. 
One of ordinary skill in the art would have been motivated to employ the teachings of 
Miller in order to enable the capability to access a wealth of information concerning an 
entity from a single piece of information, the barcode, (see Miller paragraph [0006], 
lines 1-5; paragraph [0006], lines 9-13; paragraph [0007], lines 11-15) 

Regarding Claims 4, 15, Cocotis discloses the electronic file management server, 
recording medium according to claims 1,12, wherein the receiving unit receives the 
printing request, by electronic mail, and the sending unit sends back an electronic mail, 
(see Cocotis paragraph [0121], lines 1-4; paragraph [0098], lines 4-8: e-mail 
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request/response capability) Cocotis does not specifically disclose whereby including 
information concerning the identification pattern. However, Miller discloses wherein 
including information concerning the identification pattern, (see Miller paragraph [0044], 
lines 1-8: software implementation; paragraph [0045], lines 1-9; paragraph [0055], lines 

I- 6: document processing, barcode representation linked to information) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis as 
taught by Miller to enable the capability to include information concerning the 
identification pattern. One of ordinary skill in the art would have been motivated to 
employ the teachings of Miller in order to enable the capability to access a wealth of 
information concerning an entity from a single piece of information, the barcode, (see 
Miller paragraph [0006], lines 1-5; paragraph [0006], lines 9-13; paragraph [0007], lines 

II- 15) 

Regarding Claims 5, 16, Cocotis discloses the electronic file management server, 
recording medium according to claims 1,12 that further comprises an electronic file 
generating unit, which generates the electronic file based on the printing request, and 
stores the electronic file in a predetermined storing area, (see Cocotis paragraph 
[0124], lines 1-2; paragraph [0112], lines 1-2; paragraph [0121], lines 1-4: request for 
file printing; paragraph [0244], lines 9-1 1 : file storage) 

Regarding Claims 6, 17, Cocotis discloses the electronic file management server, 
recording medium according to claims 1,12, wherein the information concerning the 
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storing place of the electronic file, is information concerning URL. (see Cocotis 
paragraph [0300], lines 6-10; paragraph [0308], lines 1-4; paragraph [0202], lines 6-11: 
URL indicator for file location) 

Regarding Claim 7, Cocotis discloses the electronic file management server according 
to claim 1, wherein the network, includes Internet, (see Cocotis paragraph [0073], lines 
1-6; paragraph [0077], lines 7-10: Internet communications) 

Regarding Claim 8, Cocotis discloses a printing apparatus that is connected to a 
document server, via a network, comprising: 

b) an electronic file obtaining unit, which obtains an electronic file from the 
electronic file management server, via the network, based on the read 
identification information; (see Cocotis paragraph [0261], lines 1-3; paragraph 
[0272], lines 1-7: software implementation; paragraph [0158], lines 1-9: printing 
information obtained) and 

c) a printing unit, which prints the obtained electronic file, (see Cocotis paragraph 
[0098], lines 4-8: printing or output devices) 

Cocotis does not specifically disclose whereby reading identification pattern 
output by a user terminal. 
However, Miller discloses: 
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a) a reading unit, which reads identification pattern output by a user terminal; (see 
Miller paragraph [0044], lines 1-8: software implementation; paragraph [0045], 
lines 1-9; paragraph [0055], lines 1-6: document processing, barcode 
representation linked to information; paragraph [0043], lines 3-9: barcode reader) 
It would have been obvious to one of ordinary skill in the art to modify Cocotis 
as taught by Miller to enable the capability to read identification pattern. One of 
ordinary skill in the art would have been motivated to employ the teachings of Miller 
in order to enable the capability to access a wealth of information concerning an 
entity from a single piece of information, the barcode, (see Miller paragraph [0006], 
lines 1-5; paragraph [0006], lines 9-13; paragraph [0007], lines 11-15) 



Regarding Claim 9, Cocotis discloses the printing apparatus according to claim 8, 
wherein the electronic file obtaining unit extracts information concerning the printing 
condition of the electronic file, from the identification information, and the printing unit 
performs printing, based on the extracted information, concerning the printing condition, 
(see Cocotis paragraph [0158], lines 1-9: printing information obtained) Cocotis does 
not specifically disclose whereby extracting information concerning the printing condition 
of the electronic file, from the identification pattern However, Miller discloses wherein 
extracts information concerning the printing condition of the electronic file, from the 
identification pattern, (see Miller paragraph [0044], lines 1-8: software implementation; 
paragraph [0045], lines 1-9; paragraph [0055], lines 1-6: document processing, barcode 
representation linked to information) 
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It would have been obvious to one of ordinary skill in the art to modify Cocotis as 
taught by Miller to enable the capability to extract information from identification pattern. 
One of ordinary skill in the art would have been motivated to employ the teachings of 
Miller in order to enable the capability to access a wealth of information concerning an 
entity from a single piece of information, the barcode, (see Miller paragraph [0006], 
lines 1-5; paragraph [0006], lines 9-13; paragraph [0007], lines 11-15) 

Regarding Claim 11, Cocotis discloses an electronic file printing method that performs 
printing of an electronic file of a document, applying a user terminal, a printing 
apparatus, and an electronic file management server, connected via a network, 
comprising: 

a) a receiving step, wherein the electronic file management server receives a 
printing request of an electronic file, sent by the user terminal, via the network; 
(see Cocotis paragraph [0112], lines 1-2: software implementation; paragraph 
[0112], lines 1-2; paragraph [0121], lines 1-4: receive printing request; paragraph 
[0042], lines 9-11: network connections) 

b) a sending back step, wherein the electronic file management server generates an 
identification pattern, including information concerning a storing place of the 
electronic file, based on the received printing request of the electronic file, and 
sends back the identification pattern to the user terminal; (see Cocotis paragraph 
[0112], lines 1-2: software implementation; paragraph [0206], lines 7-12: send 
back identification information for printing) 
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c) a displaying step, wherein the user terminal displays the received identification 
pattern; (see Cocotis paragraph [0300], lines 6-14; paragraph [0308], lines 1-4: 
user interface display) 

e) an obtaining step, wherein the printing apparatus obtains the electronic file, from 
the electronic file management server, via the network, based on the obtained 
identification information; (see Cocotis paragraph [0206], lines 1-15: retrieve file 
from storage; paragraph [0042], lines 9-11: network connections) and 

f) a printing step, wherein the printing apparatus performs printing of the obtained 
electronic file, (see Cocotis paragraph [0098], lines 4-8; paragraph [0300], lines 
14-17: printing of file) 

Cocotis does not specifically disclose whereby identification information within 
an information pattern. However, Miller discloses wherein identification 
information within an information pattern, (see Miller paragraph [0044], lines 1-8: 
software implementation; paragraph [0045], lines 1-9; paragraph [0055], lines 1- 
6: document processing, barcode representation linked to information) 
Also, Miller discloses: 

d) an obtaining step, wherein the printing apparatus obtains the identification pattern 
from a reading apparatus that reads the identification pattern, displayed by the 
user terminal; (see Miller paragraph [0044], lines 1-8: software implementation; 
paragraph [0045], lines 1-9; paragraph [0055], lines 1-6: document processing, 
barcode representation linked to information; paragraph [0043], lines 3-9:barcode 
reader) 
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It would have been obvious to one of ordinary skill in the art to modify Cocotis 
as taught by Miller to enable the capability for identification information within an 
information pattern. One of ordinary skill in the art would have been motivated to 
employ the teachings of Miller in order to enable the capability to access a wealth of 
information concerning an entity from a single piece of information, the barcode, 
(see Miller paragraph [0006], lines 1-5; paragraph [0006], lines 9-13; paragraph 
[0007], lines 11-15) 

Regarding Claim 12, Cocotis discloses a computer readable recording medium, which 
stores a program for a computer to execute: 

a) a receiving step, which receives a printing request of an electronic file, from a 
user terminal, via a network; (see Cocotis paragraph [0112], lines 1-2: software 
implementation; paragraph [0112], lines 1-2; paragraph [0121], lines 1-4: receive 
printing request) 

b) an identification pattern generating step, which generates an identification 
pattern, including information concerning a storing place of the electronic file, 
based on the received printing request of the electronic file; (see Cocotis 
paragraph [0112], lines 1-2: software implementation; paragraph [0154], lines 8- 
10; paragraph [0158], lines 1-9: file storage) and 

c) a sending step, which sends back the identification pattern to the user terminal 
via the network, (see Cocotis paragraph [0112], lines 1-2: software 
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implementation; paragraph [0206], lines 7-12: send back identification 
information for printing) 

Cocotis does not specifically disclose whereby identification information within 
an information pattern. However, Miller discloses wherein identification 
information within an information pattern, (see Miller paragraph [0044], lines 1-8: 
software implementation; paragraph [0045], lines 1-9; paragraph [0055], lines 1- 
6: document processing, barcode representation linked to information) 
It would have been obvious to one of ordinary skill in the art to modify Cocotis 
as taught by Miller to enable the capability for identification information within an 
information pattern. One of ordinary skill in the art would have been motivated to 
employ the teachings of Miller in order to enable the capability to access a wealth of 
information concerning an entity from a single piece of information, the barcode, 
(see Miller paragraph [0006], lines 1-5; paragraph [0006], lines 9-13; paragraph 
[0007], lines 11-15) 

Regarding Claim 18, Cocotis discloses a computer data signal embedded in a carrier 
wave, and representing a program for controlling a computer to execute: 

a) a receiving step, which receives a printing request of an electronic file, from a 
user terminal, via a network; (see Cocotis paragraph [0112], lines 1-2: software 
implementation; paragraph [0112], lines 1-2; paragraph [0121], lines 1-4: receive 
printing request) 
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b) an identification information generating step, which generates an identification 
information, including information concerning a storing place of the electronic file, 
based on the received printing request of the electronic file; (see Cocotis 
paragraph [0112], lines 1-2: software implementation; paragraph [0154], lines 8- 
10; paragraph [0158], lines 1-9: storage for file) and 

c) a sending step, which sends back the identification information to the user 
terminal via the network, (see Cocotis paragraph [0112], lines 1-2: software 
implementation; paragraph [0206], lines 7-12: send back identification 
information for printing) 

Cocotis does not specifically disclose whereby identification information within 
an information pattern. However, Miller discloses wherein identification 
information within an information pattern, (see Miller paragraph [0044], lines 1-8: 
software implementation; paragraph [0045], lines 1-9; paragraph [0055], lines 1- 
6: document processing, barcode representation linked to information) 
It would have been obvious to one of ordinary skill in the art to modify Cocotis 
as taught by Miller to enable the capability for identification information within an 
information pattern. One of ordinary skill in the art would have been motivated to 
employ the teachings of Miller in order to enable the capability to access a wealth of 
information concerning an entity from a single piece of information, the barcode, 
(see Miller paragraph [0006], lines 1-5; paragraph [0006], lines 9-13; paragraph 
[0007], lines 11-15) 
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Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyung H. Shin whose telephone number is (571) 272- 
3920. The examiner can normally be reached on 9:30 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Kyung H Shin 
Patent Examiner 
Art Unit 2143 




KHS 

April 30, 2007 
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